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DETAILED ACTION 
Election 

1. Applicants' election without traverse of Group 1869, claim 14, drawn to a 
method of identifying a candidate compound that modulates fat metabolism by 
using a microarray in the reply filed on 1.5.2006 is acknowledged. 

2. Claims withdrawn : Claims 1-13 & 15-29 corresponding to groups 1-1868 
& 1870-7167 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

3. Priority 

Applicants' claim for domestic priority under 35 U.S.C. 119(e), filed 11 
July 2002, is acknowledged. 

4. Specification 

The specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

5. Claim Objections 

Claim 14 objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
claim(s) in proper dependent form, or rewrite the claim(s) in independent form. 
Claim 14 depends from non-elected claim 12. Rewriting the claim in independent 
form is suggested to overcome this objection. 

6. Claim 14, line 8, after the word 'cell' delete comma or - a 
typographical error . 

7. Claim Rejections - 35 USC § 112 (first paragraph) 

Enablement 

Claim 14 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a method of identifying a candidate 
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compound capable of modulating fat metabolism comprising: (a) contacting a 
specific cell with a candidate compound; (b) obtaining mRNA from said cell; (c) 
contacting a microarray having specific fat metabolism nucleic acids (???) with 
said mRNA; and (d) detecting an alteration in cellular mRNA level 

compound that modulates fat metabolism, does not reasonably 

provide enablement for a method of identifying a candidate compound capable of 
modulating fat metabolism using any cell and/or microarray that comprises at 
least 2 of the fat metabolism regulator nucleic acids or fragments thereof. The 
specification does not enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make the invention commensurate in 
scope with these claims. 

The scope of the claims is not commensurate with the enablement 
provided by the disclosure with regard to the large number cell types and 
therefore varying microarray depending upon the cell type that is encompassed 
by the claims. 

Since the cell type (i.e. nematodes, mammalian, etc) will determines the 
nature of mRNA extracted and therefore the nature of the microarray comprising 
the numerous fat metabolism regulator nucleic acid will vary accordingly, and 
the guidance provided is sparse with respect to any cell type and therefore any 
microarray. The instant specification also lacks any guidance or specific 
example(s) of the nature of the potential inhibitors. The prior art is silent too 
with respect to the specific properties of the inhibitor compounds, and one skill 
in the art will be left with high unpredictability in view of the lack of knowledge 
and/or guidance of the instant disclosure as applied to the claimed method of 
identifying a candidate compound that modulates fat metabolism in any cell type 
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using any microarray comprising any set of fat metabolism regulatory nucleic 
acids. 

Thus, applicants have not provided sufficient guidance to enable one of 
ordinary skill in the art to make and use the claimed invention in a manner 
reasonably correlated with the scope of the claims. The scope of the claims 
must bear a reasonable correlation with the scope of enablement ( In re Fisher , 
166 USPQ 19 24 (CCPA 1970)). Without sufficient guidance, identifying a 
candidate compound that modulates fat metabolism in any cell type using any 
microarray comprising any set of fat metabolism regulatory nucleic acids is 
unpredictable and the experimentation left to those skilled in the art is 
unnecessarily, and improperly, extensive and undue in using the modified 
enzyme in the method claimed. See In re Wands 858 F.2d 731, 8 USPQ2nd 1400 
(Fed. Cir, 1988). 

8. Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraph of 35 U.S.C. § 102 in 
view of the AIPA and H.R. 2215 that forms the basis for the rejections under this 
section made in the attached Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 

Claim 14 is rejected under 35 U.S.C. 102(e) as being anticipated by Gu et 
al. [US 2004/0197766 Al, July 5, 2001]. 

Claim 14 is drawn to a method of identifying a candidate compound 
capable of modulating fat metabolism comprising: (a) contacting any cell with a 



Application/Control Number: 10/617,351 Page 5 

Art Unit: 1652 

candidate compound; (b) obtaining mRNA from said cell; (c) contacting a 
microarray having any fat metabolism nucleic acids with said mRNA; and (d) 
detecting an alteration in cellular mRNA level of a fat metabolism regulator 
nucleic acid molecule in said cell contacted with said compound compared to a 
control cell; wherein said alteration identifies the candidate compound that 
modulates fat metabolism. 

Gu et al. teach a cell-free or cell based method for identifying modulator 
compounds (paragraph 0010), which bind to and/or activate or inhibit (modulate) 
the activity or expression of 58128 protein (a G-protein coupled receptor 
protein (GPCR), plays a role in obesity and is therefore related to fat 
metabolism**) or mRNA, wherein the level of cell expression is compared in the 
presence or absence of the modulator compound, and wherein the level of 
protein or mRNA can be determined by any of methods described herein 
(paragraph 0036, as well as 0070, 0073, 0093), or the cited patent, which 
includes hybridization of DNA or RNA to high density arrays (or microarray) 
containing hundreds or thousands oligonucleotide probes (paragraphs 0082, 
0083). The reference teaches all the claim limitations, and therefore anticipates 
the claim. 

[Note- (1) Nucleic acid detection by Microarray/Chip technologies are well documented techniques 
and described in paragraph 0110-0111 of US 2003/0157486 Al, and references therein, for example]. 
**See abstract - Yip et al. Life Sciences (2000) 66(2): 91-103. 

9. No claim is allowed. 

10. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Tekchand Saidha whose telephone 
number is (571) 272 0940. The examiner can normally be reached on 8.30 am - 
5.00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner' s supervisor, Ponnathapu Achutamurthy can be reached on (571) 272 
0928. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

Tekcnand Saidha 

Primary Examiner, Art Unit 1652 

Recombinant Enzymes, 02A65 Remsen Bid. 

400 Dulany Street, Alexandria, VA 22314 

Telephone : (571) 272-0940 

February 22, 2006 



